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United States Patent and Trademark Office March 12, 2007 

Customer Service Window 

Randolph Building 

401 Dulany Street 

Alexandria, VA 22314 

Mail Stop Appeal Brief - Patents 



RESPONSE TO NOTICE OF NON-COMPLIANT APPEAL BRIEF 

Sir: 

Appellants received a Notice of Non-Compliant Appeal Brief (dated March 2, 2007) 
in which the Examiner concludes that the December 6, 2006 Appeal Brief fails to comply 
with the provisions of 37 CFR § 41.37. Appellants respond as follows. 

As requested by the Examiner, Appellants submit an Amended Brief in which the 
"memory" feature recited in claim 9 is discussed with reference to the specification by 
paragraph number. 

The Examiner also objects to the Appeal Brief because the Claims Appendix does not 
include status identifiers. However, 37 CFR § 1.121, which requires status identifiers, 
governs the manner of making amendments. This rule is not, however, pertinent to the 
content of an Appeal Brief. Thus, Appellants do not believe that status identifiers are 
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required, nor appropriate. If the Examiner still believes status identifiers are required, then he 
is respectfully request to cite some authority for support. 

The Commissioner is authorized in this, concurrent, and future replies, to charge 
payment or credit any overpayment to Deposit Account No. 08-0750 for any 
additional fees required under 37 C.F.R. § 1.16 or under 37 C.F.R. § 1.17; particularly, 
extension of time fees. 

Respectfully submitted, 

HARNESS, DICKEY, & PIERCE, P.L.C. 

By:__*M^ 

Ray Hfflin, Reg. No. 41,060 
P.O. Box 8910 
Reston, Virginia 20195 
(703) 668-8000 

DJD/HRH/lmg 
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APPELLANTS' AMENDED BRIEF ON APPEAL UNDER 37 CFR §41.37 

March 9, 2007 

United States Patent and Trademark Office 

Customer Service Window 

Randolph Building 

401 Dulany Street 

Alexandria, VA 22314 

Mail Stop Appeal Brief - Patents 

Sir: 

In accordance with the provisions of 37 CFR §41.37, Appellants submit the following: 



I. REAL PARTY IN INTEREST; 

The real party in interest in this appeal is Siemens Aktiengesellschaft. Assignment of 
the application was submitted to the US Patent and Trademark Office on January 17, 2003, 
and recorded on the same date at Reel 013366, Frame 0039. 



II. RELATED APPEALS AND INTERFERENCES; 

There are no known appeals or interferences that will affect, be directly affected by, or 
have a bearing on the Board's decision in this Appeal. 



Amended Appeal Brief 

US Application No. 09/936,047 

Atty. Docket 32860-0001 7 1/US 



III. STATUS OF CLAIMS: 

Claims 1-16 are pending in the application, with claims 1 and 9 being written in 
independent form. Claims 17 and 18 were canceled via the July 27, 2005 Amendment. 

Claims 1-16 remain finally rejected. Claims 1-16 on appeal are set forth in the 
attached Claims Appendix. 

IV. STATUS OF AMENDMENTS: 

No amendments were requested subsequent to the June 6, 2006 final Office Action. 

V. SUMMARY OF CLAIMED SUBJECT MATTER: 

Independent claims 1 and 9 are directed to an automation system for creating an 
automation solution. 
A. Claim 1: 

Claim 1 recites that the automation system includes a plurality of automation objects, 
which represent or realize partial automation solutions. 1 As shown in Fig. 1, a directory V 
may store object names 01 -On of the automation objects, and each of the object names Ol- 
On may be assigned a directory entry OEl-OEn. 2 Each directory entry (e.g., OE1) may 
contain first information data Oil as an automation object reference, second information data 
0 12 as a list of the modules (describing the technological functionality) contained in the 
automation object, and third information data (013) describing an interface of the automation 
object. 3 

The automation objects, once created and entered into the directory V, may be viewed 
by users and/or tools. 4 By virtue of the directory structure, which is somewhat analogous to a 



1 Spec, [0008] and [0015]. 

2 Spec, [0010]. 

3 Id. 

4 Spec, [0012]. 
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telephone book, a plurality of users may access (and work on) the partial solutions (or objects) 
to allow parallel working to create the automation solution, as depicted in Fig. 2. 5 
B. Claim 9: 

Claim 9 is directed to an automation system, which is somewhat similar to the one 
described above with respect to claim 1 . However, claim 9 recites a "memory" for entering 
and storing object names ... as directory entries in a directory. 6 

VI. GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL: 

Appellants seek the Board's review of the rejection of claims 1-16 under 35 USC 
§103 (a) as being obvious over US 5,974,572 to Weinberg et al. ("Weinberg") in view of US 
5,987,242 to Bentley et al. ("Bentley"). 

VII. ARGUMENTS: 

A. The Obviousness Rejection: 
!. Independent Claims 1 and 9: 

Independent claims 1 and 9 recite (among other things): a plurality of automation 
objects "which are to be created and worked on," a directory (or memory) for "entering and 
storing" object names of automation objects when created, and that the automation object is to 
be worked on by a plurality of users "in parallel to create the automation solution." At least 
these features (as recited in independent claims 1 and 9), in combination with the other 
features recited in independent claims 1 and 9, are not taught or suggested by the prior art 
relied upon by the Examiner. 

The Examiner relies heavily upon the Weinberg reference to teach all of the features 
defined by independent claim 1, except for an automation object that can be worked on by a 
number of uses in parallel, and therefore looks to the Bentley reference to allegedly teach this 



5 Spec, [0008]. 

6 Spec, [0015]. 
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feature. 7 This rejection position is not convincing because the Examiner's heavy reliance 
upon the Weinberg reference is misplaced. 

The Weinberg Reference 
Weinberg discloses an Astra program for facilitating the analysis, management and 
load testing of web sites. With reference to Fig. 8, the Astra program includes a plurality of 
objects categorized into six object classes, inclusive of an Astra Object 94, a Site Graph 
Object 114, an Edges Object 119, an Edge Object 116, a Nodes Object 118, and a Node 
Object 1 15. 8 The Astra Object 94 may access and manipulate data stored by the Site Graph 
Object 1 14, and each Site Graph Object 1 14 may correspond generally to a map of a web 
site. 9 The site-specific data stored by the Site Graph Object 1 14 may be contained within and 
managed by the Edges, Edge, and Node Objects, which are subclasses of the Site Graph 
Object 1 14. 10 Each Node Object 1 15 may represent a respective node (URL) of the site map, 
and each Edge Object 116 may represent a respective link between two URL's (nodes) of the 
map. 11 Associated with each Node Object and each Edge Object is a set of attributes 
including display attributes which specify how the respective object is to be represented 
graphically within the site map. 12 For example, each Node Object and each Edge Object may 
include respective attributes for specifying the color, visibility, size, screen position, and an 
annotation for the display of the object. Thus, the objects depicted in Fig. 8 realize partial 
solutions (in the broadest sense of the term) to the extent that they generate a graphical map of 
a web site. 

Weinberg's Object are not "Created and Worked On" 

Even if the graphical map of the web site were comparable to the claimed "automation 
solution," then the rejection would still fail because Weinberg's system does not create and 
work on the objects to create the automation solution. Indeed, Figs. 2-6 and the 

7 June 6, 2006 Office Action, p. 7, lines 8+. 

8 Weinberg, col. 19, lines 1-5. 

9 Weinberg, col. 19, lines 7+. 

10 w. 
n id. 

12 w. 

13 Weinberg, col. 19, lines 21-24. 
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corresponding description of Weinberg do not show or describe the objects, but instead relate 
to the automation solution (i.e., the graphical map of a web site). Thus, the object names 
allocated to the objects and information data with respect to references in the form of URL's 
(addresses) and interfaces in the form of links disclosed by Weinberg do not refer to the 
objects themselves, but to the web sites scanned by the Astra system. 

In summary, even if Weinberg taught that the Astra system includes objects, the 
reference does not teach or suggest that the objects themselves may be viewed, requested or 
worked on. Instead, the output created by the Astra system (i.e., the graphical map of a web 
site) may be viewed, requested or worked on. 

The Examiner's Counter Arguments are not Valid 

Not persuaded, the Examiner counters that users can utilize a "Dynamic Scan" feature 
of Astra to append dynamically generated web pages to their maps, and that the above 
information shows that web sites are created and worked on to create web pages. 14 Thus, the 
Examiner seems to respectively compare Weinberg's web sites and web pages to the claimed 
"automation objects" and "automation solution" defined by independent claims 1 and 9. 
Appellants disagree. 

Weinberg's web sites are not comparable to the claimed "automation objects." This is 
because a web site is a collection of web pages. Certainly then, a web site does not realize a 
partial web page. In this regard, the Examiner position seems inconsistent on its face. 
Furthermore, contrary to the Examiner's allegations, Weinberg's web sites can not be created 
and worked on within the Astra system. The Astra system only scans the web sites to create a 
graphical site map, and it is this graphical site map that can be worked on. 

Weinberg's System does not Include a Directory 

As noted above, and with reference to Fig. 8 of Weinberg, the Astra system includes a 
plurality of objects inclusive of a Site Graph Object 1 14, which corresponds generally to the 
map of a web site. Weinberg does not, however, teach or suggest any directory for entering 
and storing names of the graphical site maps as the automation objects. Fig. 3 of Weinberg 
shows the created graphical map of a web site in which complex web structures and the 

14 June 6, 2006 Office Action, p. 2, lines 12-20. 
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interrelationship between the data entries of those structures are displayed in such a way that 
makes navigation for the user easier. 15 Information data with respect to references in the form 
of URL's (addresses) and interfaces in the form of links disclosed by Weinberg (as well as 
possibly further information data) do not refer to the graphical site maps as the automation 
objects but to the content of the web sites scanned by the Astra system, 
ii. Conclusion: 

As demonstrated above, the primary reference to Weinberg does not teach the features 
upon which the Examiner relies to reject the claims. Further, the secondary reference to 
Bently does not make up for the deficiencies of Weinberg. Therefore, even if combined in the 
manner suggested by the Examiner, the prior art would still not teach or suggest each and 
every feature of the invention defined by each of independent claims 1 and 9. Accordingly, 
Appellants request the Board to reverse the Examiner's obviousness rejection of claims 1-16. 

The Commissioner is authorized in this, concurrent, and future replies, to charge 
payment or credit any overpayment to Deposit Account No. 08-0750 for any additional fees 
required under 37 C.F.R. § 1.16 or under 37 C.F.R. § 1.17; particularly, extension of time 
fees. 



Respectfully submitted, 



HARNESS, DICKEY, & PIERCE, P.L.C. 



By: 




Ray Hefflin, Reg. No. 41,060 
P.O. Box 8910 
Reston, Virginia 20195 
(703) 668-8000 



DJD/HRH 
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Weinberg, col. 8, lines 44+. 
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CLAIMS APPENDIX 

Claims 1-16 on Appeal: 

1. An automation system for creating an automation solution in automation 
technology, said system comprising: 

a plurality of automation objects which are to be created and worked on, each 
automation object realizing a partial automation solution; 

a directory for entering and storing object names of the automation objects when 
created; 

directory entries assigned to the respective object names, each directory entry 
including first information data as a reference to the respective automation object, second 
information data as a description of technological functionality of the respective automation 
object and third information data as a description of an interface of the respective automation 
object, 

wherein once entry into the directory has taken place, the respective automation object 
can be viewed by at least one of other users and tools, and 

wherein the object name of the respective automation object can be used to request a 
reference to the respective automation object to be worked on by a number of users in parallel 
to create the automation solution in automation technology. 

2. The automation system as claimed in claim 1, wherein each directory entry 
includes fourth information data for listing the names of subcomponents of the respective 
automation object. 

3. The automation system as claimed in claim 1, wherein the automation system 
includes means for the automatic entry of an automation object into the directory. 
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4. The automation system as claimed in claim 1, wherein the automation system 
includes means for indicating that an automation object is no longer available and that a copy 
of the object is being created. 

5. The automation system as claimed in claim 2, wherein the automation system 
includes means for the automatic entry of an automation object into the directory. 

6. The automation system as claimed in claim 2, wherein the automation system 
includes means for indicating that an automation object is no longer available and that a copy 
of the object is being created. 

7. The automation system as claimed in claim 3, wherein the automation system 
includes means for indicating that an automation object is no longer available and that a copy 
of the object is being created. 

8. The automation system as claimed in claim 5, wherein the automation system 
includes means for indicating that an automation object is no longer available and that a copy 
of the object is being created. 

9. An automation system for creating an automation solution in automation 
technology, said system comprising: 

a plurality of automation objects which are to be created and worked on, each 
automation object realizing a partial automation solution; 

a memory for entering and storing object names of the automation objects, when 
created, as directory entries in a directory, wherein each object name includes, 

first information data as a reference to the respective automation object, 
second information data as a description of technological functionality of the 
respective automation object, and 
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third information data as a description of an interface of the respective 
automation object, 

wherein the respective automation object, when in the directory, is viewable by at least 
one of another user and a tool, and 

wherein the object name of the respective automation object is usable to request a 
reference to the respective automation object to be worked on by a plurality of users in 
parallel to create the automation solution in automation technology. 

10. The automation system as claimed in claim 9, wherein each directory entry 
includes fourth information data for listing the names of subcomponents of the respective 
automation object. 

11. The automation system as claimed in claim 9, wherein the automation system 
further comprises means for the automatic entry of an automation object into the directory. 

12. The automation system as claimed in claim 9, wherein the automation system 
further comprises means for indicating that an automation object is no longer available and 
that a copy of the object is being created. 

13. The automation system as claimed in claim 10, wherein the automation system 
further comprises means for the automatic entry of an automation object into the directory. 

14. The automation system as claimed in claim 10, wherein the automation system 
further comprises means for indicating that an automation object is no longer available and 
that a copy of the object is being created. 

15. The automation system as claimed in claim 11, wherein the automation system 
further comprises means for indicating that an automation object is no longer available and 
that a copy of the object is being created. 
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16. The automation system as claimed in claim 13, wherein the automation system 
further comprises means for indicating that an automation object is no longer available and 
that a copy of the object is being created. 
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EVIDENCE APPENDIX 



None. 
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RELATED PROCEEDINGS APPENDIX 



None. 
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